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DETAILED ACTION 

Status of Claims 

1 . Claims 1-69 have been examined. 

Claim Objections 

2. Claim 7 is objected to because of the following informalities: Claim 7 is missing 
the claim number that it's depending from. Appropriate correction is required. For 
examining purposes, examiner will use claim 1. 

3. Claim 64 is objected to because of the following informalities: Claim 64 attached 
the phrase "of claim 16". Examiner suggests removing the phrase. Appropriate 
correction is required. 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 4 and 15 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. It is unclear as to how points that are awarded to 
member are considered income. An essential purpose of patent examination is to 
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fashion claims that are precise, clear, correct, and unambiguous. Only in this way can 
uncertainties of claim scope be removed-ln reZletz,13 USPQ2d 1320 (Fed. Cir. 1989) 

5. Claims 5 and 16 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. It is unclear what the associated costs with a health 
savings account that the points have to offset. 

6. Claim 47 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. It is unclear what the exempt organization is and what it's 
fulfilling its exempt purpose is. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. Claims 1,2,3, 5, 7, 1 2, 1 3, 1 6, 1 8, 20, 23, 24, 25, 28, 32, 38, 39, 41 , 43, 45, 47 
are rejected under 35 U.S.C. 102(b) as being anticipated by Paasche et al (U.S. 
7,359,871). 

8. With respect to claims 1,12, and 25 Paasche teaches a method of selling a 
health related product or service via the Internet, comprising: 
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providing a service provider system that includes a web server, the service provider 
system having members that purchase health related products and services through the 
service provider system (see for example Paasche column 25 lines 2-30); 
enrolling applicants in the service provider system as members (see for example 
Paasche column 2 lines 23-42); 

receiving a product or service request message for a desired product or service from a 
member through a customer interface, the product or service request message 
including a product or service identifier (see for example Paasche column 2 lines 63-67 
and column 3 lines 1-16 and Fig 1); 

transmitting by the service provider system a request for the desired product or service 
request to a supplier of the desired product or service (see for example Paasche 
column 9 lines 30-42); and 

recording within a computer memory points awarded to a member for purchases (i) 
made by the member through the service provider system (see for example Paasche 
column 66 lines 26-42 and Fig. 20); (ii) made by members who were referred to the 
service provider system by the member (see for example Paasche column 29 lines 65- 
66), and (iii) made by members who were referred to the service provider system by 
members in (ii) (see for example Paasche column 31 lines 65-67 and column 32 lines 1- 
4 and Fig. 2). 

9. With respect to claims 2, 13 and 38, Paasche teaches the method of claim 1 and 
12, respectively, (as described above). Paasche teaches wherein at least a portion of 
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the points are utilized by members for future purchases of products or services through 
the service provider system (see for example Paasche column 64 lines 22-30). 

10. With respect to claim 3, 7, 14, 18, 39 and 43, Paasche teaches the method of 
claim 1 and 12, respectively (as described above). Paasche teaches wherein at least a 
portion of the points are utilized by members for application to a health savings account 
or a similarly approved account (see for example Paasche column 65 lines 17-29). 

1 1 . With respect to claim 5, 9, 1 6, 20, 41 , and 49 Paasche teaches the method of 
claim 1 and 12, respectively (as described above). Paasche teaches wherein at least a 
portion of the points are utilized by members to offset costs associated with a health 
savings account or a similarly approved account (see for example Paasche column 67 
lines 1-14). 

12. With respect to claim 23, 24, 32 and 37, Paasche teaches a method of selling a 
health related product or service via the Internet, comprising: 

providing a service provider system that includes a web server, the service provider 
system having members that purchase health related products and services through the 
service provider system (see for example Paasche column 25 lines 2-30); 
enrolling applicants in the service provider system as members (see for example 
Paasche column 2 lines 23-42); assigning to a member a member identifier member 
and a debit or credit card (see for example column 49 lines 46-50); 
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receiving a product or service request message for a desired product or service from a 
member through a customer interface, the product or service request message 
including a product or service identifier (see for example Paasche column 2 lines 63-67 
and column 3 lines 1-16 and Fig 1); transmitting by the service provider system a 
request for the desired product or service request to a supplier of the desired product or 
service (see for example Paasche column 9 lines 30-42); and recording within a 
computer memory points awarded to a member for purchases (1) made by the member 
itself through the service provider system (see for example Paasche column 66 lines 
26-42 and Fig. 20), (1 1 ) made by members who were referred to the service provider 
system by the member (see for example Paasche column 29 lines 65-66), and (111) 
made by members who were referred to the service provider system by members in 
(1 1 ), wherein the service provider system pays at least a portion of federal tax due for 
the points awarded (see for example Paasche column 31 lines 65-67 and column 32 
lines 1-4 and Fig. 2). 

1 3. With respect to claim 28, Paasche teaches the method of claim 25 (as described 
above). Paasche teaches wherein all of the points awarded by the service provider 
system remain within a community defined by the service provider system (see for 
example Paasche column 66 lines 27-42). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

14. Claims 4, 6, 8, 10, 15, 17, 19, 21, 27, 40, 42, 44, 46 are rejected under 35 
U.S.C. 1 03(a) as being unpatentable over Paasche et al (U.S. 7,359,871 ) in view of 
Patricelliet al (U.S. 7,174,302). 

1 5. With respect to claim 4, 6, 8, 1 0, 1 5, 1 7, 1 9, 21 , 27, 40, 42, 44 and 46 teaches 
the method of claim 3 and 14 (as described above). Paasche does not teach wherein at 
least a portion of the points utilized by members for application to the health savings 
account or a similarly approved account are not treated as taxable income for federal 
income tax purposes at they time they are awarded or used. Patricelli teaches a 
designating a portion of his or her compensation into an FSA on a tax-free basis (see 
for example Patricelli column 1 lines 35-37). It would have been obvious to one of 
ordinary skill in the art at the time of invention not to tax the account to give incentives to 
the members. 

16. Claims 1 1 , 22 and 26, are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Paasche et al (U.S. 7,359,871 ) in view of Heimermann et al (U.S. 
7,110,976). 
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17. With respect to claim 1 1 , 22 and 26, Paasche teaches the method of claim 1 and 
12 (as described above). Paasche does not teach further comprising: aggregating the 
purchasing power of the members in the service provide system. Heimermann teaches 
aggregating the purchasing power of the members in the service provide system (see 
for example Heimermann column 8 lines 30-33). It would have been obvious to 
combine both features to get discounts and other special offers for purchasing a larger 
amount. 

18. Claims 30, 31 , 35, 36, 47, 51 , 52, 52, 54, 57, 58, 59, 60, 61 , 62, 63, 64, 65, 66, 
67, 68 and 69 are rejected under 35 U.S.C. 103(a) as being unpatentable over Paasche 
et al (U.S. 7,359,871 ) in view of Shurling (U.S. 6,424,951 ). 

With respect to claims 30, 31 , 35 and 36, Paasche teaches the method of claim 25 and 
32 (as described above). Paasche does not teach wherein the number of points 
awarded to a member of purchases made under (1 1 ) or (1 1 1 ) is capped in number or 
value. Shurling teaches wherein the number of points awarded to a member of 
purchases made under (1 1 ) or (1 1 1 ) is capped in number or value (see for example 
Shurling column 1 2 lines 1 -8). It would have been obvious to one of ordinary skill in the 
art at the time of invention to put a cap on the rewards to avoid financial loss for the 
company. 

1 9. With respect to claim 47 Paasche in view of Shurling teaches the method of 
claim 36 (as described above). Paasche teaches wherein the points are transferable 
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only by a member to an exempt organization for use in fulfilling its exempt purpose (see 
for example column 67 lines 56-62). 



20. With respect to claim 51 , Paasche in view of Shurling teaches the method of 
claim 36 (as described above). Paasche teaches wherein the points can only be used 
as a discount on future purchases of products or services through the service provider 
system by the member who earned them (see for example Paasche column 64 lines 22- 
30). 



21 . With respect to claim 52, Paasche in view of Shurling teaches the method of 
claim 36 (as described above). Paasche teaches wherein the products are selected 
from vitamins or nutritional supplements, energy/protein bars, health food products, 
weight loss products, non-prescription drugs, prescription drugs, contact lenses and 
associated supplies, dermatology/skin care products, oral care products, fitness 
products, fitness clubs, health books, health and fitness magazines, health insurance, 
wellness insurance, disability insurance, dental insurance, pet insurance, allergy and 
asthma products, diabetes products addiction treatment and rehabilitation treatment 
centers, athletic clothing and gear, therapeutic and chiropractic products, pet care and 
medication products, and exercise equipment (see for example column 58 lines 4-13). 



22. With respect to claim 53 and 54, Paasche in view of Shurling teaches the method 
of claim 36 (as described above). Paasche teaches wherein the services are health 
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savings accounts or a similarly approved account (see for example Paasche column 65 
lines 17-29). 

23. With respect to claim 55 Paasche in view of Shurling teaches the method of 
claim 36 (as described above). Paasche does not teach wherein the services are 
banking services. Paasche teaches the exemplary services available are rental cares, 
hotels, eye products and insurance (see for example Paasche column 65 lines 17-29). 
A predictable result would be for the services to be any type of service (banking, 
insurance etc.) to cater the needs of members. 

24. With respect to claim 56, Paasche in view of Shurling teaches the method of 
claim 36 (as described above). Paasche teaches wherein the services are insurance 
services (see for example Paasche column 65 lines 17-29). 

25. With respect to claims 57, 58, 59, 60 and 61 , Paasche in view of Shurling 
teaches the limitations of claim 36. Paasche in view of Shurling does not teach getting 
the services from a medical information website, physician guides, hospital ratings, 
preventative care and wellness services, nurse hotline and health network charitable 
foundation services. Paasche teaches the products my include catalog items as well as 
a link to the marketing company-sponsored Internet Service Provider (see for example 
Paasche column 60 lines 31-36). A predictable result would have been to use the 
services available from any database or network (e.g. medical information website, 
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physician guides, hospital ratings, preventative care and wellness services, nurse 
hotline and health network charitable foundation services) to give members more 
options. 

26. With respect to claim 62, Paasche in view of Shurling teaches the method of 
claim 36 (as described above). Paasche teaches further comprising: enrolling each 
member in the service provider system; and assigning to a member a member identifier 
(see for example Paasche column 2 lines 23-42); 

27. With respect to claim 63, Paasche in view of Shurling teaches the method of 
claim 62 (as described above). Paasche teaches further comprising: assigning to a 
member a debit or credit card (see for example Paasche column 49 lines 46-50). 

28. With respect to Claim 64 Paasche in view of Shurling teaches the method of 
claim 62 (as described above). Paasche teaches wherein the product or service 
request message is accompanied with the member number identifier as well as the 
member number identifiers of the members in (1 1 ) and (1 1 1 ) of claim 1 6 (see for 
example Paasche column 47 lines 54-65, column 31 lines 65-67 and column 32 lines 1- 
4 and Fig. 2). 

29. With respect to claim 65, Paasche in view of Shurling teaches the method of 
claim 36 (as described above). Paasche does not teach wherein the service provider 
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system enables a member to transfer points to a charitable fund. Paasche teaches 
transfer of point values from one IBO to another (see for example Paasche column 67 
lines 56-62). A predictable result would have been to be able to transfer points to 
desired account (e.g. charitable funds, police stations, hospital funds, homeless 
shelters) to help the community and in doing so getting a tax write off. 

30. With respect to claim 66, Paasche in view of Shurling teaches the method of 
claim 36 (as described above). Paasche teaches wherein the service provider system 
enables a member to transfer points to another member (see for example Paasche 
column 67 lines 56-62). 

31 . With respect to claim 67, Paasche in view of Shurling teaches the method of 
claim 36 (as described above). Paasche teaches wherein the service provider system 
includes a browsable catalog of products and services (see for example Paasche 
column 40 lines 2-9). 

32. With respect to claim 68, Paasche in view of Shurling teaches the method of 
claim 36(as described above). Paasche teaches further comprising: assigning to a 
member a debit or credit card a debit or credit cards for selected members for 
purchases through the service provider system (see for example Paasche column 49 
lines 46-50). 
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33. With respect to claim 69, Paasche in view of Shurling teaches the method of 
claim 68 (as described above). Paasche teaches wherein the service provider system 
receives a portion of a debit or credit card fee associated with using the debit or credit 
card for purchases made through the service provider system (see for example 
Paasche column 61 lines 9-31) 

34. Claims 48 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Paasche et al (U.S. 7,359,871 ) in view of Martinez et al (6,1 1 9,229). 

With respect to claim 48, Paasche teaches the method of claim 36 (as described 
above). Paasche does not teach wherein at least a portion of the points can not be 
converted to cash or a cash equivalent. Martinez teaches wherein at least a portion of 
the points can not be converted to cash or a cash equivalent (see for example Martinez 
column 25 lines 40-47). It would have been obvious to one of ordinary skill in the art at 
the time of invention to give no cash value to reward points to keep the members from 
using the accumulated points to buy products that are not sold by the service provider 
system. 

35. Claims 48 and 50 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Paasche et al (U.S. 7,359,871) in view of Bednarek (U.S. 6,965,868). 

With respect to claim 49, Paasche teaches the method of claim 36 (as claimed above). 
Paasche does not teach wherein the points have a limited life. Bednarek teaches 
wherein the points have a limited life (see for example Bednarek column 17 lines 61- 
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67). It would have been obvious to one of ordinary skill to have expiration dates on the 
points to encourage the members to use it and motivate them to purchase more items in 
the long run. 

36. With respect to claim 50, Paasche in view of Bednarek teaches the method of 
claim 36 (as described above). Paasche in view of Bednarek does not teach wherein 
the points have a life of no more than months. Bednarek teaches wherein the points 
have an expiration date (see for example Bednarek column 17 lines 61-67). A 
predictable result would be to give different expiration dates to the reward points (e.g. 1 
year, 24 months, 16 months. ..etc) to motivate members in using the points and 
encourage members to purchase more items sold by the service provider. KSR 
International Co. v. Teleflex Inc. et al., 82 USPQ2d 1385 (U.S. 2007) 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. U.S. Patent No. 7,383,198 teaches a delivery information 
systems and methods. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to REGINALD REYES whose telephone number is 
(571)270-5212. The examiner can normally be reached on 7:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christopher Gilligan can be reached on 571-272-6670. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/R. R./ 

Examiner, Art Unit 3626 
/C Luke Gilligan/ 

Supervisory Patent Examiner, Art Unit 3626 



